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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 M0NTH{S) FROM 

THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36 (a). In no event, however, may a reply be timery filed after SIX (6) MONTHS from the 
mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timery. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period tor reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even rf timery filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1): 



2a), 

3): 



Responsive to communication(s) filed on 

This action is FINAL. 2b) X This action is non-final. 



Since this application is in condition for allowance except for forma! matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayfe, 1 935 CD. 11; 453 O.G. 21 3. 

Disposition of Claims 

4)X- Claim(s) 1-13 is/are pending in the application 



4a) Of the above, claim(s) 9-13 



5)\ ! Claim(s) 



is/are withdrawn from consideration. 



is/are allowed, 



6)X Claim(s) 1-8 
1)\ ; Claim(s) 
8)^ Claims 



is/are rejected, 
is/are objected to. 



are subject to restriction and/or election requirement. 



Appiication Papers 

9)l_j The specification is objected to by the Examiner. 

10) The drawing(s) filed on 



11) 



is/are a) ...^ accepted or b) objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
The proposed drawing correction filed on is: a). approved b)LJ disapproved by the Examiner. 



If approved, corrected drawings are required in reply to this Office action. 

12) The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f) 
a) ._: All b)u Some* c) None of: 



1. 
2. 

3. 



Certified copies of the priority documents have been received. 

Certified copies of the priority documents have been received in Application No. 



Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 

*See the attached detailed Office action for a list of the certified copies not received. 
1 4) X Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e). 

a) The translation of the foreign language provisional application has been received. 
15) X Acknowledgement is made of a claim for domestic priority under 35 U.S.C. §§120 and/or 121. 

Attachment(s) 

1} X Notlce ot References Crted (PT 0-892) 4) . Interview Summary (PTO-413) Paper No(s). 

2) Notice of Draftsperson's Patent Drawing Review (PTO-948) 51 Notice of Informal Patent Application (PTO-152) 

3) Information Disclosure Statement(s) (PTO-1449) Paper No(s). 6) Other: 



U- S. Patent and Trademark Office 

PTO-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 5 
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Art Unit: 1645 

DETAILED ACTION 
Claim Objections 

1. Claims 9-13 are objected to under 37 CFR 1.75(c) as being in improper form because a 
multiple dependent claim cannot depend upon another multiple dependent claim. See MPEP § 
608.0 l(n). Accordingly, the claims 9-13 have not been further treated on the merits. 



Claim Rejections - 35 USC §112 

2. Claims 1-5 and 7-8 are rejected under 35 U.S.C. 112, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to enable one skilled 
in the art to which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

The claims are directed to methods of vaccinating cattle comprising an effective amount of 
an H. somnus vaccine, wherein the H. somnus is susceptible to killing by bovine complement- 
containing serum. 

Briggs et al (U.S. Patent Number 5,840,556) set forth that Haemophilus somnus is a 
member of the Family Pasteurellaceae, which is involved in respiratory disease syndromes in 
domestic cattle. Briggs et al set forth that these organisms have proven difficult to genetically 



• 
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manipulate, and therefore the construction of live, attenuated vaccines has been hampered. (See 



A vaccine "must by definition trigger an immunoprotective response in the host 
vaccinated; mere antigenic response is not enough." In re Wright . 999 F.2d 1557,1561, 27 
USPQ2d 1510, 1513 (Fed. Cir. 1993). 

In view of Applicant's lack of working examples, lack of guidance, and the difficulty of 
genetically manipulating these bacteria as set forth by Briggs et al, one of skill in the art would be 
forced into undue experimentation to practice the broadly claimed invention. 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
(e) the invention was described in- 

(1) an application for patent, published under section 122(b), by another filed in the United States before the 
invention by the applicant for patent, except that an international application filed under the treaty defined in 
section 351(a) shall have the effect under this subsection of a national application published under section 
122(b) only if the international application designating the United States was published under Article 21(2)(a) 
of such treaty in the English language; or 

(2) a patent granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that a patent shall not be deemed filed in the United States for the purposes of this 
subsection based on the filing of an international application filed under the treaty defined in section 351(a). 



3. Claims 1 and 6 are rejected under 35 U.S.C. 102(e) as being anticipated by Potter et al. 



column 1). 



Claim Rejections - 35 USC § 102 
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The claims are directed to methods of vaccinating cattle comprising an effective amount of 
an H. somnus vaccine, wherein the H. somnus is susceptible to killing by bovine complement- 
containing serum, and wherein the H. somnus is killed. 

Potter et al (U.S. Patent Number 5,985,289) disclose of administering 45 calves a 
commercial K somnus bacterin and achieving protection. (See columns 25-26). 

In view that Potter et al disclose of vaccinating cattle with an effective amount of an H. 
somnus vaccine, and that the vaccine is killed, the disclosure of Potter et al is deemed to anticipate 
the claimed invention. 



Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Mark Navarro, whose telephone number is (703) 306-3225. The examiner 
can be reached on Monday - Thursday from 8:00 AM - 6:00 PM. The examiner can be reached 
on alternate Fridays. If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor Lynette Smith can be reached at (703) 308-3909. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist, whose telephone number is (703) 308-0196. 
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Papers related to this application may be submitted to Group 1645 by facsimile 
transmission. Papers should by faxed to Group 1645 via the PTO Fax Center located in Crystal 
Mall 1 . The faxing of such papers must conform with the notice published in the official Gazette 
1096 OG 30 (November 15, 1989). The CMI Fax Center number is (703) 308-4242. 




Mark Navarro 



Primary Examiner 



September 28, 2002 



